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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Regarding claim 13, limitation of "a system in accordance to claim 8" is 
confusing. This claim is a system claim and claim 8 is a method claim. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 8, 16, 17, 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Jennings et al. (US 6,430,174). 

Re claim 1 , Jennings et al. discloses a method for automatically discovering the 
common Multimedia Service Capability of at least two user terminals when a voice call 
is initiated over a circuit switched network from a first one of the user terminals handled 
by a calling party to the second one of the user terminals that is handled by a called 
party, the first user terminal is capable of running simultaneously both a standard circuit 
voice call in a circuit switched network and a Shared Multimedia service (SMM) session 
supported by packet switched network, the other user terminal which user terminals 
Multimedia Capability may be unknown for a user of the first user terminal, the method 
is comprising the following steps of: 
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-notifying a network storage(cross reference table), by sending a capability request 

(determine whether multimedia enabled device) concerning the user terminals (end 

point device) of the calling party (callers end point device) and called party (multimedia 

enabled device is identified for delivery) when a trigger indication upon receipt of a call) 

has been generated by the circuit switched network (see Fig 2b); 

- analyzing (determine) the response comprising the requested Multimedia Service 

Capabilities; 

-responding (determine) to said user terminals information regarding matching 
Multimedia Capabilities, if at least one matching service is found; 
said steps are performed prior to the packet switched session is established (Column 1 1 
lines 15 to 40 and lines 52 to 58). 

Re claim 8, Jennings et al. discloses that the trigger indication is generated by 
the use of IN technology or Parlay technology (Fig1 element 100 IN network which has 
trigger generation capabilities). 

Re claim 9, Jennings et al. discloses a system for automatically discovering the 
common Multimedia Service Capability of at least two user terminals when a voice call 
is initiated over a circuit switched network from a first one of the user terminals to the 
second one of the user terminals the first user terminal is capable of running 
simultaneously both a standard circuit voice call in a circuit switched network and a 
packet switched session supported by a packet switched network, the other user 
terminal which user terminals Multimedia Capability may be unknown for a user of the 
first user terminal, wherein the system comprises means for 
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notifying a network storage(cross reference table), by sending a capability request 
concerning the user terminals (end point device) of the calling party (callers end point 
device) and called party (multimedia enabled device is identified for delivery), when a 
trigger indication (upon receipt of a call) has been generated by means in the circuit 
switched network (see Fig 2b), means for analyzing (determine) the response 
comprising the requested Multimedia Service Capabilities and means for responding 
(determine) to said user terminals information regarding matching Multimedia 
Capability, if at least one matching service is found (Column 1 1 lines 15 to 40, and lines 
52 to 58). 

Re claim 16, Jennings et al. discloses that the trigger indication generated by use 
of means in the circuit switched network is made by use of IN technology or Parlay 
technology (Fig1 element 100 IN network which has trigger generation capabilities). 

Re claim 17, Jennings et al. discloses computer program product comprising 
computer executable software (program instruction) stored on a computer readable 
medium (CD ROM, disk drive), the software being adapted to run at a computer or other 
processing means, and wherein said computer executable software is loaded and read 
by said computer or other processing means (switch, server), said computer or other 
processing means is able to perform the steps of the method according to claim 1 
(column 10, line 64-11, line 10). 

Re claim 18, Jennings et al. discloses a server provided in a node of a system for 
automatically discovering the common Multimedia Service Capability of at least two 
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user terminals when a voice call is initiated over a circuit switched network from a first 
one of the user terminals to the second one of the user terminals the first user terminal 
is capable of running simultaneously both a standard circuit voice call in a circuit 
switched network and a packet switched session supported by a packet switched 
network, the other user terminal which user terminals Multimedia Capability may be 
unknown for a user of the first user terminal, wherein the server comprises means for 
notifying the network storage (cross reference table), by sending a capability request 
concerning the user terminals (end point device) of the calling party (callers end point 
device) and the called party (multimedia enabled device is identified for delivery), when 
a trigger indication (upon receipt of a call) has been generated by the circuit switched 
network (see Fig 2b), means for analyzing (determine) the response comprising the 
requested Multimedia Service Capability and means for responding (determine) to said 
user terminals information regarding matching Multimedia Capability, if at least one 
matching service is found (Column 11 lines 15 to 40, and lines 52 to 58). 

Re claim 24, Jennings et al. discloses that the trigger indication generated by use 
of means in the circuit switched network is made by use of IN technology or Parlay 
technology (Fig1 element 100 IN network which has trigger generation capabilities). 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 2, 10, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jennings et al. (US 6,430,174) in view of Lee et al. (US 6,751 ,459). 

Re Claim 2, Jennings et al. discloses the claimed invention as set forth in claim 1 
above. Jennings et al. does not explicitly disclose the network storage that comprises a 
Terminal Capability database (TCdb). However, Lee et al. teaches of a network storage 
that comprises a Terminal Capability database (TCdb) (column 1 7 lines 1 9- 23). It would 
have been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the terminal capability database of Lee et al. with the system of Jennings 
et al. in order to deal with the unpredictability of user behavior and enable multimedia 
services to be simultaneously matched to an incoming session. 

Re claim 10, Jennings et al. discloses the claimed invention as set forth in claim 
9 above. Jennings et al. does not explicitly disclose wherein the network storage 
comprises a Terminal Capability database (TCdb). However, Lee et al. teaches that 
network storage comprises a Terminal Capability database (TCdb) (column 17 lines 19- 
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23). It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to use the terminal capability database of Lee et al. with the system 
of Jennings et al. in order to deal with the unpredictability of user behavior and enable 
multimedia services to be simultaneously matched to an incoming session. 

Re claim 19, Jennings et al. discloses the claimed invention as set forth in claim 
18 above. Jennings et al. does not explicitly disclose the network storage comprises a 
Terminal Capability database (TCdb). However, Lee et al. teaches network storage that 
comprises a Terminal Capability database (TCdb) (column 1 7 lines 1 9- 23). It would 
have been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the terminal capability database of Lee et al. with the system of Jennings 
et al. in order to deal with the unpredictability of user behavior and enable multimedia 
services to be simultaneously matched to an incoming session. 

7. Claims 3, 1 1 , 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jennings et al. (US 6,430,1 74) in view of Aholainen et al. (US 7,280,832). 

Re Claim 3, Jennings et al. discloses the claimed invention as set forth in claim 1 
above. Jennings et al. does not explicitly disclose wherein the network storage also 
comprises a Bearer database (Bdb). However, Aholainen et al. teaches that the network 
storage also comprises a Bearer database (Bdb) (column 6 lines 24-29). It would have 
been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the Bearer database of Aholainen et al. with the system of Jennings et al. 
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in order to get information about user terminals for providing a connection between 
them wirelessly. 

Re Claim 1 1 , Jennings et al. discloses the claimed invention as set forth in claim 
9 above. Jennings et al. does not explicitly disclose wherein the network storage also 
comprises a Bearer database (Bdb). However, Aholainen et al. teaches that the network 
storage also comprises a Bearer database (Bdb) (column 6 lines 24-29). It would have 
been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the Bearer database of Aholainen et al. with the system of Jennings et al. 
in order to get information about user terminals for providing a connection between 
them wirelessly. 

Re Claim 20, Jennings et al. discloses the claimed invention as set forth in claim 
18 above. Jennings et al. does not explicitly disclose wherein the network storage also 
comprises a Bearer database (Bdb). However, Aholainen et al. teaches that the network 
storage also comprises a Bearer database (Bdb) (column 6 lines 24-29). It would have 
been obvious to one having ordinary skill in the art at the time of the invention was 
made to use the Bearer database of Aholainen et al. with the system of Jennings et al. 
in order to get information about user terminals for providing a connection between 
them wirelessly. 

8. Claims 4, 12, 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jennings et al. (US 6,430,174) in view of Zhang et al. (US 6,661 ,785). 

Re Claim 4, Jennings et al. discloses the claimed invention as set forth in claim 1 
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above with the step of notifying the network storage (cross reference table) by sending 
a capability request concerning the user terminals (end point device) of the calling party 
(callers end point device) and called party (multimedia enabled device is identified for 
delivery). Jennings et al. does not explicitly disclose the sending of a capability request 
is initiated upon a trigger event based on either Set-up_notification or Answer 
notification. However, Zhang et al. teaches the sending a capability request (query) is 
initiated upon a trigger event (trigger event notification) based on either Set- 
up_notification or Answer notification (Column 4 lines 55-61 , Column 5 lines 24 -30 
Here the SSP send the trigger notification either on setup notification or on answer 
notification). It would have been obvious to one having ordinary skill in the art at the 
time of the invention was made to use the trigger event notification of Zhang et al. with 
the system of Jennings et al. in order to trigger a code upon receiving a call. 

Re Claim 12, Jennings et al. discloses the claimed invention as set forth in claim 
9 above with the means of notifying the network storage (cross reference table) by 
sending a capability request concerning the user terminals (end point device) of the 
calling party (callers end point device) and called party (multimedia enabled device is 
identified for delivery). Jennings et al. does not explicitly disclose the sending of a 
capability request starts when it receives an indication that a trigger event based on 
either Set-up_notification or Answer notification has occurred. However, Zhang et al. 
teaches the sending a capability request (query) starts when it receives an indication 
that a trigger event (trigger event notification) based on either Set-up_notification or 
Answer notification has occurred (Column 4 lines 55-61, Column 5 lines 24 -30 Here the 
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SSP send the trigger notification either on setup notification or on answer notification). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to use the trigger event notification of Zhang et al. with the system 
of Jennings et al. in order to trigger a code upon receiving a call. 

Re Claim 21 , Jennings et al. discloses the claimed invention as set forth in claim 
18 above with the means of notifying the network storage (cross reference table) by 
sending a capability request concerning the user terminals (end point device) of the 
calling party (callers end point device) and called party (multimedia enabled device is 
identified for delivery). Jennings et al. does not explicitly disclose the sending of a 
capability request starts when it receives an indication that a trigger event based on 
either Set-up_notification or Answer notification has occurred. However, Zhang et al. 
teaches the sending a capability request (query) starts when it receives an indication 
that a trigger event (trigger event notification) based on either Set-up_notification or 
Answer notification has occurred (Column 4 lines 55-61, Column 5 lines 24 -30 Here the 
SSP send the trigger notification either on setup notification or on answer notification). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to use the trigger event notification of Zhang et al. with the system 
of Jennings et al. in order to trigger a code upon receiving a call. 
9. Claims 5, 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Jennings et al. (US 6,430,1 74) in view of Basilier et al. (US 2003/0233457). 

Re Claim 5, Jennings et al. discloses the claimed invention as set forth in claim 1 
above with the steps of notifying the network storage by sending a capability request 
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concerning the user terminals of the calling party and called party, analyzing the 
response comprising the requested Multimedia Service Capability and responding to 
said user terminals information regarding matching Multimedia Capabilities, if at least 
one matching service is found (system determines that multimedia communications are 
enabled). Jennings et al. does not explicitly disclose the steps of notifying are performed 
by an Application Server for Shared Multimedia, SMM_AS. However Basilier et al. 
teaches the steps of notifying are performed by an Application Server (application 
server) for Shared Multimedia, SMM_AS (paragraph 23 line 7). It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to 
use the application server of Basilier et al. with the system of Jennings et al. in order to 
provide multimedia service to mobile terminal. 

Re Claim 13, Jennings et al. discloses the claimed invention as set forth in claim 
9 above with the means for notifying the network storage by sending a capability 
request concerning the user terminals of the calling party and called party, means for 
analyzing the response comprising the requested Multimedia Service Capabilities and 
means for responding to said user terminals information regarding matching Multimedia 
Capability, if at least one matching service is found (system determines that multimedia 
communications are enabled). Jennings et al. does not explicitly disclose the means for 
notifying are provided in an Application Server for Shared Multimedia, SMM-AS. 
However Basilier et al. teaches the means for notifying are provided in an Application 
Server for Shared Multimedia, SMM-AS (paragraph 23 line 7). It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to 
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use the application server of Basilier et al. with the system of Jennings et al. in order to 
provide multimedia service to mobile terminal. 

10. Claims 6,7,14, 15, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jennings et al. (US 6,430,174) in view of Vaananan et al. (US 
7,369,864). 

Re Claim 6, Jennings et al. discloses the claimed invention as set forth in claim 1 
above and disclose the step of responding to said user terminals (end point device) 
information regarding matching Multimedia Capabilities for alerting the user (deliver a 
multimedia interface) of the possibility to start a Multimedia service session (multimedia 
communications). Jennings et al. does not explicitly disclose that the step of responding 
to said user terminals is performed by transmitting to each of said user terminals one 
message, preferably a WAP_Push message. However, Vaananan et al. teaches that 
the step of responding to said user terminals is performed by transmitting to each of 
said user terminals (terminal) one message, preferably a WAP_Push message 
(WAPPush message) ( column 5 lines 13-16). It would have been obvious to one having 
ordinary skill in the art at the time of the invention was made to use the WAP_Push 
message method used by Vaananan et al. with the system of Jennings et al. in order to 
alert the user terminals about the options it has. 

Re Claim 7, Jennings et al. discloses the claimed invention as set forth in claim 1 
above. Jennings et al. does not explicitly disclose that the user terminals will not start a 
packet switched session until said message has been received by the two user 
terminals. However, Vaananan et al. teaches that the user terminals will not start a 
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packet switched session (preceding the actual message) until said message 
(initialisation message) has been received by the two user terminals (terminal) (column 
5 lines 19-24). It would have been obvious to one having ordinary skill in the art at the 
time of the invention was made to use the packet switched session method used by 
Vaananan et al. with the system of Jennings et al. in order to alert the user terminals 
about the options it has. 

Re Claim 14, Jennings et al. discloses the claimed invention as set forth in claim 
9 above and disclose the means for responding to said user terminals (end point 
device) information regarding matching Multimedia Capabilities for alerting the user 
(deliver a multimedia interface) of the possibility to start a Multimedia service session 
(multimedia communications). Jennings et al. does not explicitly disclose that the step of 
responding to said user terminals is performed by transmitting to each of said user 
terminals one message, preferably a WAP_Push message. However, Vaananan et al. 
teaches that the step of responding to said user terminals is performed by transmitting 
to each of said user terminals (terminal) one message, preferably a WAP_Push 
message (WAPPush message) ( column 5 lines 13-16). It would have been obvious to 
one having ordinary skill in the art at the time of the invention was made to use the 
WAP_Push message method used by Vaananan et al. with the system of Jennings et 
al. in order to alert the user terminals about the options it has. 

Re Claim 15, Jennings et al. discloses the claimed invention as set forth in claim 
9 above. Jennings et al. does not explicitly disclose that the user terminals will not start 
a packet switched session until said message has been received by the two user 



Application/Control Number: 10/584,861 Page 14 

Art Unit: 4173 

terminals. However, Vaananan et al. teaches that the user terminals will not start a 
packet switched session (preceding the actual message) until said message 
(initialisation message) has been received by the two user terminals (terminal) (column 
5 lines 19-24). It would have been obvious to one having ordinary skill in the art at the 
time of the invention was made to use the packet switched session method used by 
Vaananan et al. with the system of Jennings et al. in order to alert the user terminals 
about the options it has. 

Re Claim 22, Jennings et al. discloses the claimed invention as set forth in claim 
18 above and disclose the means for responding to said user terminals (end point 
device) information regarding matching Multimedia Capabilities for alerting the user 
(deliver a multimedia interface) of the possibility to start a Multimedia service session 
(multimedia communications). Jennings et al. does not explicitly disclose that the step of 
responding to said user terminals is performed by transmitting to each of said user 
terminals one message, preferably a WAP_Push message. However Vaananan et al. 
teaches that the step of responding to said user terminals is performed by transmitting 
to each of said user terminals (terminal) one message, preferably a WAP_Push 
message (WAPPush message) ( column 5 lines 13-16). It would have been obvious to 
one having ordinary skill in the art at the time of the invention was made to use the 
WAP_Push message method used by Vaananan et al. with the system of Jennings et 
al. in order to alert the user terminals about the options it has. 

Re Claim 23, Jennings et al. discloses the claimed invention as set forth in claim 
18 above. Jennings et al. does not explicitly disclose that the user terminals will not start 
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a packet switched session until said message has been received by the two user 
terminals. However, Vaananan et al. teaches that the user terminals will not start a 
packet switched session (preceding the actual message) until said message 
(initialisation message) has been received by the two user terminals (terminal) (column 
5 lines 19-24). It would have been obvious to one having ordinary skill in the art at the 
time of the invention was made to use the packet switched session method used by 
Vaananan et al. with the system of Jennings et al. in order to alert the user terminals 
about the options it has. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AJAY P. CATTUNGAL whose telephone number is 
(571 )270-7525. The examiner can normally be reached on Monday- Friday 7:30 - 5:00, 
Alternating Fridays OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jinhee Lee can be reached on 571-292-1977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jinhee J Lee/ 

Supervisory Patent Examiner, Art Unit 4173 



Ik. P. C.I 

Examiner, Art Unit 4173 



